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THE SUPREME COURT ON PATENTS

" This ia the decision of the Supreme
Court of the United States handed down
in the case of Bidney Henry et al. ve.
A. B. Dick Company on March 11, 1912,
and just fssued by the Bupreme Court:

*Mr. Justice Lourton delivered the
opinion of the Court:

This cause comes to thia court upon
a certificate under the sixth section of
the Court of Appeals Aot of March 81,
1801, 5
The facts and the questions certified,
omitting the terms of the injunction
awarded by the Circuit Court, are these:

“This action was brought by the complalnant,
an lllinols carparation, for the Infringement of

two letters patent, owned by the complalnant, '

covering a stencll-duplicating machine known
as the ‘Rotary Minecograph.” The defendants
are doing business as copartners fn the Clty of
New York The complalnants sold to one
Christlna B. Skou, of New York, a Hotary
Mimeograph embodying the Inventlons de-
scribed and clalmed In sald patents under
license which was attached 10 =ald machine,
as follows:
“LICENSE RESTRICTION

“This machine Is sold by the A. B. Dick Co.
with the license restricton that It may be used
only with the steneil paper, lnk and other sup-
pllexs made by AL N
U. 8 A

“The defendant, Sidney Heary. sold to Miss
Skou a can of Ink sultable for yse npon sald
mimeograph with knowledge of the sald lleense
agreement and with the expectation that it
would be used In connectlon with sald mimeo-
graph. The Ink sold 10 Mlss Skou was not
vevered by the clalms of sald patent.”

“"QUESTION CERTIFIED
“Upon the facts above set forth the question
ooncerning which this court deslres the instrues
ton of the Supreme Court Is
“Did the acts of the defendanta constitute
contributory infringement of the complaln-
ant’s patents®” + ¢ ¢

JURISDICTION OF THE COURT.

But before coming o the question whether
this s a sult of which the Clrcult Court has Jurls
dictlon as a sult arleing nnder the patent law, it
may be well to notlee an argument against
Jurisdiction based upon the suggestion that If
breach of such a licenss restrietion will support
& sult for Infringement, direful resuits will fol
low. Chief among the resulls suggested are, an
encroachment upon the authority of the Stare

courts and an extenslon of the furlsdiction of '

the Federal courts.  And 1o awell the grievance
Itissald that !f |t be held that a breach of such a
restrictlon will support a sult for Infringement,
parties will be deprived of the right to have the
valldity and import of the license restriction
determined by the general law, and be compelled
1o have their righis determined by the patent
law.

We are unable (o assent 1o thess suggestjons
We du not prescribe the purisdiction of conrs,
Federal or State, but ouly give effect to 1t as
fizxed by law.  If & bill asterts A& right under the
patent law 10 sell & patentad machine subject
10 restrictions as 1o 118 use, and alleges a yse i
violation of the restrictions as an infringement
of the patent. it presents a guestion of the X
tent of the patentee s privilege, which, It deter-
mined one way, brings the prohibited use within

brought the complainants had In fact brought
sults to set aside or enforce contracts relating
10 patents, or llcenses under patents, They
were, therefore, not “Patent cases,” but cases
determinable upon principles of general law. In
Exceltior Co, v, Pacific Bridge Co., 185 U. 8, 282,
Mr. Justice BROWN reviews the cases and shows
80 plainly why they were not patent cases that
we shall only refer to that oplnion,

To support thelr contentlon that the only
remedy for a violation of the lleense under
which Miss Skou acquired for her machine
I8 one in the State courts, counsel quote s para
graph from the same opinfon In these words:

three conditions of the lcense, the leensor

“Now, It may be freely conceded that If the Il- |
censee had falied to observe any one of they Werepeat

A license s not an assignment of any Interest
in the patent, 1tls a mere parmission granted
| by the patentee. It may be a license 1o make,
| 8211 and use, or 1t may be limited to any one of
| thése separable rights. 171t be a Hoense 1o use,
it operates only as a right to use without being
| Hable as an infringer. If a licensee be sued,
he can escape llability to the patentee for the
use of his Inventlon by showing that the use
Is within his leense, But If his use he one
prohibited by the lleense, the latter ls of no
avall as a defense. As a license passes no
Interest In the monopoly, 1t has been described
As & mere walver of the right w0 sde by the
patentee. Hobinson on Patents, secs. 808, 808,
The property right to a patented
machiue may pasa to a purchaser with no right

‘would have been obliged to resort to the State | of use, or with only the right to use in a specified
| courts, elther o recover the royaltles or 1o | wWay, or at a specified place, or for a specified
procure a revocation of the lleense: Such sult | purpose. The unlimited right of exclusive use

nelther bound (o use his discovery himself ner
permlt others to use it

In the Paper Bag cases, 210U, 9. 405, this right
18 to exclude others from all use of the invention
was held to be so comprehensive that a patentes
was allowed to restrain, by injunction, one who
was Infringing his patent, although he had,
during a long term of years, nelther used his
intention himself, nor allowed others %o use
[, LI

And 5o In the Bement case, the court sald of
this exclusive grant of privilege

“It I8 true that In certaln circumstances the
sale of articles manufactured under letiers
patent may be prevented when the use of such
article may be subject, within the several
States, to the conirol which they may respec-
tively Impose In the legitimate exercise of thelr
powers over thelr purely domestic affairs,
whether of Internal commerce or of police

chines, has he exceeded his exclusive
right to make, sell and use his patented
machines? The market for the sale
of such articles to the users of his ma-
chine, which, by such a condition, he
|takes to himself, was a market which
ihc alone created by the making and
selling of ‘a new invention. Had he
kept his invention to himself, no ink
could have been sold by others for use
upon machines emhodying that inven-
tion. By selling it subject to the re-
striction he took nothing from others
and in no wise reftricted their legitimate

Dick Company, Chicago, |

would notinvolve any questionunder the patent
law." But the three conditions of the lleense
there referred to were: Flrst, to pay royaltles;
second, that the transferee would not transfer
or assign the lleense withont consent of the
| Neensor: third, that the fallure touse the license
| In the manufacture of pipe should operate to
| revoke It 1t 1s evident that the licensee would
| Mot have Infringed the patent by elther falllng
| 0 pay royalties, by nssigning the licensg, or by
| neglecting to use his privilege. The lleensgr

would clearly have beencompelled to rely wholly

upon his contract, as such, In any sult for the

violation of any of the conditions named.

..

:l'.\'l'l-‘.\'TF:l': MAY FIX TERMSN OF
LIUCENSE,
That a pateniee may effectually restrict the

time, place or manner of using & patented ma
chine, w0 that a prohiblted use will constliute

an infringement of Lhe patent, in fully eonceded, |

Thus, In the printed brief counsel for defend

auts say: “Aslde from such speclal eontracts,
An agreement that the article shall be used only

In a certaln manner, can be made only by way \

of lease of the artlcle, terminating the lease upon
| condition brokem. or by way of conditional sale
by breach of which the title reverts to ih'-
seller.” 1o elther such case, counsel say, “a use
of the article In Violation of the condltion may
terminate the lease or sale of the article iwhich)
would become the property of the patentee

Azaln. and a use thereof by the lessee or pur [

chaser may constl tute & violation of the patent, |
for which an'infringement may lle. . H-' I
cAnnot make a sale with the condition attached |
that the article shall be used.or disposed of in
A cerialn manner, leaving the title, however, In
the putchaser In case of a breach of the
dition

The books abound In cases upholding the
right of A patentes owner of a machine to
llrense another to use It subject to any qualifi.
cation in respect of time, place, manner or pur
pose of use which the licensee agrees to acoept
Vv use in excess of the leense would obviously
be an Infringlng use and the Neense would b;
no defense. Hobinson on Patents, sec. 015, 918
and notes  This I o clementary we lhlll. not
, MOD 10 clte cases

The coentention 1« not that a patentee may

Bot permit the Sise of a patented thing with
such quallfications as he sees it 10 impose, and
that & prohibited use will be an hfﬂnﬂntlnm
but that he ean only keep the article within thé
control of the patent by retalning the title
To put e coutention in another form--It s
that any transfer of the patentee s pmwrr:-
right In a patented machine carries with It the
right 18 use the entire invention so long as the
identity of the machine 1s preserved, Irrespec
five of any restriclons placed by the patentee
upon the use of the article and accepled by the
buyer. It is sald that by such a sale the pat

oon

' sold 11= machines At cost, or less, and depended

| thousands of suneh machines under the same

which Is possessed by and guaranteed to the

| patentee will be granted If the sale be uncon-
ditlonal. Butif the right of use be confined by
specific restriotion, the use not permlitted Is
necessarlly reserved to the patentee. 1f that
reserved control of use of the machine be
violated. the patent Is thereby Invaded This
right to sever ownership and use Is deducible
from the nature of a patent monopuly and is
recognized In the cases, * * *

l RESTRICTION MUST RE
KNOWN TO PURCHASER.

of use that when he makes and sells
a patented device that the extent of the
license to use which ia car rie d by the sal i
| must depend upon whether any restric-

| tion was placed upon the use and brought |

|

home to the person acquiring thearticle.

That here the patentee did not Intend 10 sell |
Pllu- maching made by 1t subject to an unre |
[Mrh-ud use Is of course undenlable from the |
words upon the machine. % * *

The meaning and purpose of this restriction |
was that while the property In the machine
was to pass 1o the purchaser, the right to
use the Invention was restricted o use with
other articles required In Its practical opera
ton, supplied by the patentee. 1t was stated
at the bar. and appears fully in the oplalon of |
Judge Ray 118 Federal, £24), why decided the
case In the Clreult Court, that the patentee

upon the profit reallzed from the sale of other
non-patented articles adapted to be used with
the machine, and that It had put out man)

license restriction. Such a sale, whlle trans
ferring the property right ln the machine
arries with It only the right 1o use it for pree
tielug the invention according to the terms of
he license. To b other or greater extent
does the patentee consént to the use of the
machine. When the purchaser Ia sued for
infringement by using the device, he may
defend by pleading, not the general and un-
limited lleense which Is carried by an uncon
ditlonal sale, but fie Nmited licensa Indicated
by the metal tablet anpesed to the machine.
If the use 1s not one permitted, 1t is plainly an
Infringing use .

If. then, we assume that the vlolatlon of
restriction upon the use of a machine made
and sold hy the patentee may be treated as
Infringement, we come to the questlon of the
kind of limiwation which may be lawfully Im

It is plain from the power of the pat- |
entes to subdiyvide his exclusive right

regulation
In that case the question was not one of iIn-

] fringement, but one arislng in & sult to enforee |
| rertaln  contracts direcily restraloing com-
merce In patented articles. which were clalmed .
1o violate the Sherman iaw, although the agree- |
ments covered only patented articies. The
court, after referring 1o the exeeptions to the |
patentee’s monopoly resulting from conflict
with the police power of the State, sald:

“Notwlthstanding these exgeptions, the gen-
eral rule ls absolute freedom In the use or sale of
rights under the patent laws of the Unlted States
| The very object of these laws |s monopoly, and |

the rule Is, with few exceptions, that any condi- | bought from the patentec, many fanci- |

tlons which are not in thelr very nature lllegal | H " .
with regard to this kind of property, imposed | ful suggestions of conditions which

by the patentee and agreed to by the licensee | might be imposed by a patentos have
for the right to manufaciure or use or sell the g P
article, will be upheld by the courts. The fact heen M Gpon Us. Thus it is said)

thai the conditlons In the contracts keep up | that a patentee of a coffee pot might
the monapoly or ix prices does not render them | 2 ' |
Mlegal.” * * * | sell on condition that it he used on!ywith
The courl o that case found that the con- | coffee bought from him, or, if thearticlebe |
tracts did Include Interstate commerce within |
thelr provisions and restraloned luterstate trade, | u circular saw, that it might be sold on
but with reference to the Sherman act sald: | condition that it be used only in sawing
"But that statute clearly does not refer to rocu
that kind of a restraint of interstate commerce logs p red from him. These and
which may arlse from reasonable and legal | other illustrations are used to indicate
that this method of marketing a patented |

vonditions Imposed upon the assiguee or llcensee
article may be carried to such an extent

market. * * *

FANCIFUL SUGGESTIONS
ANSWERED.

For the purpose of testing the conse-
quence of a ruling which will support the
lawfulness of a male of n patented ma- |
chine for use only in connection with |
isupplies necessary for its operation

If the stipulation in an agreement
between patentees and dealers in pat-
ented articles, which, among other
things, fixed a price below which the
plusntc:d articlea should not be sold,
would be a reasonable and valid con-

of & patent by the owner there®f, resiricting
the terms upon which the article may be used
and the price to be demanded therefor. Such| .. o {nconvenience the public and in-
a construction of the act, we have no doubt,
was never contemplated by \is framers.” volve innocent people in unwitting in-
As to whether the resirictions upon sales fringements. But these illustrations all
Imposed by the agreements were “legal and | |
reasonable conditions” 1he cours sald: fail of their purpose, because the public |
“The provision In regard fo the price at which | jy always free to take or refuse the pat.
the licensor would sell the article manufactured
under the llcense was also an appropriate and | ented article on the terms imposed. If
reasonable condition. Ittended to keep up the | they be too onerous or not in keeping
price of the Implementa manufactured and |
sold, but that was only recognizing the nature | with the benefits, the patented article
rlrf the property dealt In, and providing for | will not find a market. The publio, by
s value so far as possible. This the parties .
were legally entitied to do. The owner of a | purmltung the invention to 8o ML
patented article can, of course, charge sueh | losea nothing which it had before, and |
price as he may choose, and tha owner of a |
patent may assign 1t or sell the right 1o many- when the patent expires will be free to
facture and sell the article patented upon the Uuse the Invention without compensation
condition that the assignee shall charge a cer- restriction was
taln amount for such article.” o - This Pointed out tn the
Paper Bag case, where the inventor would
neither use himself nor allow others to
use, and yet was held entitled to restrain
infringemient, because he had the exclu-
sive right to keep all others from using
during the life of the patent. Thiul
larger right embraces the lesser of per- |
dition, it must follow that any other | mitting others to use upon such terms |

the provisions of the patent |law, or, If deter. €0tee “disposes of all his o posed_upon & purchaser.
. Or, - rh aser reasonable P“ll on, ot lnhuanl: th pate 8 00808 prescr
i kel mined the other way, brings into operation only Patent, and thereby removes ::E‘:rrl::-‘:"rnt‘:l VWIS e S . " - e & . g » e o o ibe.
oy principles of general law.

b

s,

>

Obviously, & sult for
infringement, which must turn upon the Renpe
of the monopoly or pri vilege secured to a paten-
lee, presents a case arising under the patent law,
The jurisdiction of the Cireult Court over sych
cases has, for more than a century, been
erclusire, by the express terms of the statute,
although, for the most part, (ts jurisdiction over
other kinds of sults arising under the Constty-
tion and laws of the United States s only coneur-
rent with that of the State courts, .

reach rise to a right of action large businesses have been conducted,
The suggestion, therefore, that we should | fringement of the n;:‘::“h“l'lull‘z!ul Al%0 A0 In- | yjumate suthority, the Copsttution. Shal P would give toa t of ltbe Constitution has unwisely provided Ar&® e h:b. b e:oopt'fl::.r u:- ﬂrhll to Impose, by notlce, such as ls |
refraln from ruling that a patentee may sell | arisiog under (he pavent 1 b U¢ ® ©4% | we deal with the suatutc creating and guaran- ypon the contract, it would be at the |for granting a monopolistio right to jn. ®hOUId at least no SO K S S, & S SO RN T

& patented machine subject to restrictions as
10 Its use, and may predicate Infringement
upon a use In violatuon of the restrictions less
such a rullng may draw to the Federal courts
cases which otherwise would not come o them,
cannot be sustained without placing our deel
slon upon couslderativus which are gujte apart
from the law. This, of course, we may not do
In determining questions of jurisdiction, this
court has never shirked ihe responsibiilty of
malntalning the lnes of separation defined in
the Constitution and the laws made (A pursu-
ance thereof, but, on the contrary, has been
ever walchiul o maintaln those lines as oblig-
atory allke upon all courts and all sultors,

We come, wien. to the guestion, whether a

ull for lnfringement s here presented.

That the license agreement constitutes &
conract not to use the machise In a pronibited
manner is plain. That defendants might be
sued upon the broken coptract, or for s en-
forcement or for the forfeiture of the license, is
likewise plain. Butif by the use of the machine

o & prohibited way Miss Skou infringed the |

patent, then she Is also llable 10 an action under
the patent law for Infringement. Now thas Is

primarily what we bill alleged, and this sult {s '

one brought to restrain the defendants as alders
and abettors 1o ber proposed Infrioglog use.
Toat wue patcutee may waive wue lort and sue
upon toe brosen contract, or in sssumpsit,
elementary. Hoblnson on Fatents, secs. 1228

1380, and notes; Steam Cutter Co. V. Sheldon, 15
Federal, 808; Fope Co. v. Qwsley, 37 Federal, 100;
Bution Fastaner Cases, 07 Federal, 288, 2v1;

Wison v. Sandrerd, 10 Howard, 9. Hut it
tbe patentee elect 1o walve tue tort and sue

the operatlon of the patent law If he at.
tempis 10 sell the machine for specied uses
only and prohibit all others, the restriction |s
disposed of as consttuting a collateral Agree
ment such as any vendor of personal propery
milght lmpose, and enforceable, \f valld at all
OnLly as a collateral coniract. '

The Issue is & plaln one. 1f 1y be sound, It

concludes the case, and our response should be

& negative one, since the violatlon of & mere
collateral contract,

But 1s It true
where a pateniee sells his machine for &
speciic and limited use, he does not therehy
reserve (o himself, as patentee, the exclusive
right 10 all uopermitted uses which may be
made of his Invention as embodled In the ma
chinesold®  Obviousiy this i A question arlsing
under the patent law Hy a sale of a patented
artiele subject 10 no conditions the purchaser
undenlably acquires the rlght 1o use the article
for all the purposes of the patent so jong as It
endures. le may use it where, when, and how
he pieases, and may dispose of the same um-
I:nlml right w0 another. ‘This has long been
the settied doctrine o
s g i I this and all patent
The distinction between the sale of & machine
free from specific restrictions upon the right
of use and a sale subject to such Umitations
| becomes the more evident, in view of the fact
| that but for the llcense 1o use only for the re
malnder of the original patent term the pur.
‘chuer would have acquired the right to con-
Unue the use during an extended term of the same

that

potice that he buys with only a qualifed right
of use. He has a right 1o assume, In the ab-
sence of knowledge, that the seller passes an
unconditional title to the machine, with no
limitation upon the use. Where, then, Is the
liue between a lawful and an unlawful qualifica
tlon upon the use! Thls Is & question of swatu-
tory construction. But with what eye shall
we read a meaning Into 1t? It |s& statule
creatling and protecting A& monopoly. 1t 1s a
wue monopoly, one having Its origin in the

teelng the exclusive right which Is grauted to
the Inventor with the narrow scrutlny proper
when a statutory right is asserted to uphold !
aclalm which s lacking In those moral elements
which sppeal to the normal man? Or shall
we approach It as a monopoly granted 1o sub
serve a broad publle polley, by which large
ends are to be attalped, aud, therefore to be
construed 8o as 10 give eflect w0 A& wise and
beneficlal purpose’ That we must nelther
| transcend the swatute, nor cut down lis clear
! meaning, 1s plain. In Hement v. Natonal
| Harrow Co., 188 1", 8. 70, 89, @0, ¥1Fand 02, this
i eourt quoted with approval the language of
| Chief Justice Marshall In Grant v. Raymond
6 Peters, 318, 341. Concernlng the favorable
view which the law takes as to the protection
| extended to the exclusive right, the court
! through Chlef Justice Marshall, sald:
| *It & the reward stipulated for the advan-
tages derived by the publlo for the exertious
of the individual, and Is Intended as a stimulus
to those exertlons. The laws which are passed

| patent, This was the express holding In the | '¢ €ive effect to the purpose ought. we think,
| ;:o pd;r cases of Wison v, Rosseau, 4 Howard 1 '© be construed 1u the spirit In which they have
. and Hicomer v, MrQuevan, 14 How ! been made: and to execute the contract falrly
where the unlimited right of use by “.;:::' E on the part of the Unlted States, where the
ditlonal purchaser was lald down In the strong- ‘; full benent has been aciually recelved; if thls
| st ermus, and which cases are now relied upon | ©38 be done without transcending the lntention
| by counsel In this case as equally applicable | ©f the statute, or countepancing acts which
| to & sale subject to a registered use. & & |uu fraudulent or may prove mischlevous
| "l"ho publle ylelds notbing which It has not
ARAB . agreed 1o yleld, It recelves all which It has
FSEP LE RIGHTS IN PAT- I contracted to recelve. The full benefit of the
| ENTED ARTICLES. discovery, after Its enjoyment by the dis-
i coverer for fourteen years, s preserved; and
An absolute and unconditional sale | for the siciusive enjoymens of It duriag that

i

violative of some substantive law, im- | It must not be forgotten that we are deal- |
posed by a pntumumofuuh!in;vhhlmumhnﬂmdmtumrn
of a patented machine, would be equally | monopoly. An attack upon the rights |
valid and enforoeable. It must also | under'a patent because it secures “|
follow, that if the stipulation be one | monopoly to make, to sell and to use, |
which qualifies the right of use in & is an attack upon the whole patent sys- |
machine sold subject thereto, 8o that a | tem. We are not at liberty to say that

same time an act of infringement, giving | ventors, or that Congress has unwisely
to the patentee his choice of remedies. | failed to impose limitations upon the
' | inventor's exclusive right of use. And
MONOPOLY CREATED IN|if it be that the ingenuity of patentees
UNPATENTED ARTICLES. in devising ways in which to reap the
But it has been very earnestly said | Denefit of their discoveries requires to
that a condition restricting the buyer | e restrained, Congress alone has the |
to use it only in connection with ink | POWer to etermine what restraints shall |
Je by the patentee is one of a char- | P® imposed. Aa the law now stands it
acter which givee to a patentee the power contains none, and the duty which rests
to extend his monopoly so as to cause | UPon this and upon every other court
(it to embrace any subject, not within

is to expound the law as it hvritun.:
the patent, which he chooses to require | Ar§uments basell upon suggestions of |
| that theinvmﬂnnlhnﬂhomed!nm-r

NO

publio policy not recognized in the pat- |
nection with. Of course the argument  ©Nt /aws are not relevant. The fleld to
does not mean that the effect of such | Which we are invited by such ll‘tl-lmontli
a condition i to cause things to become | 18 logislative, not judicial. The decisions
patented which weres not so without of this court, as we have construed '-hem.l
the requirement. * The stencil, the paper do not so limit the privilege of the pat-
and the ink made by the patentee will ®0tee. and we could not so restrict a |
continue to be unpatented. Anyone Patent grant without overruling the long
will be as free to make, sell and uso like | !In® of judiclal decisions from Cireuit
articles as they would be without this Courts and Circuit Courts of mppeal,
restriction, save In one partloular— | heretofore cited, thus inflicting disas-
namely, they may not be sold to a t.m-'i"'°“'""““'""""‘““’"’“‘““""ho'll"1

| upon reasons so clear as to make

The Supreme Court
Decides: |

Patent rights are directly derived from the
Federal Constitution.

| The patentee has the EXCLUSIVE RIGHT

i to make, sell and use the patented article. |

l Like the owner oé any other property, he may |
sell or dispose of his property upon any ]

! REASONABLE CONDITION.

The patentee may sell or dispose of the 1

| patented article on condition that the pur-
1 chaser use only such accessories as are made
E by the patentee.

| The public is free to take or refuse the
i patented article on the terms imposed. If the
i terms are too onerous, the public loses nothing,
for it may decline to buy or use the patented

article; and when the patent expires, the public

will be free to use the invention without com-

pensation or restriction.

‘“‘We are dealing with a CONSTITUTIONAL
and statutory monopoly. An attack upon the
rights under a patent, because it secures a

monopoly to make, to sell and to use, is an at-
tack upon the WHOLE PATENT SYSTEM.”

, save through a | whieh notiee tas teen brovght home in ane
direct their decisions d i undertaking to sellfor less than the named sum?
certified interrogatory for direction UPOn | o 46 not think the statute can be given such a
a question of law. This power to review construction, and it is 1o pe remembered tha tthis

. | 18 purely a question of statutory construetion,
by certiorari is one which has heen sel | There 1s no claim In this case of mnm:u ll‘mltl—
dom exercised in patent cases. A line of | tion, nor license agreement controlling the sub-
decisions, which has come to be some-

| sequent sales of the book
thing like a rule of mpmy“nd-"hhH

“In our view the copyright statutes, whils
protecting the owner of the copyright in his
right to multiply and sell his producuon, do not

any | book shall be sold at retail by future purchasers,
| With whom there is no privity of contract.
This concluslon s reached In view of the
| language of the statute, read In the light of I1s
main purpose 1 sccure the rght of wultiplying
\sh patent | coplies of the work. a vight which s the specia!
-ases, the court continued: creation of ihe statute. .. , .
‘ 1 lh - Iate case of the National Phono- | Though the Constitution gives w Congress
2 Sl decided 1n 1911 by the POWEr 1o promote “Science aud Useful Arts.” by
oTEMN. 00, N, MeRch; o e o wctl and | Securing for a Winited Ume to writers and in-
Judlelal Commitice of the m“ == 230, the VEBtors “ihe exclusive right 10 thelr respective
reported in 37 Times l‘: weﬁm';::r.rrrls; 1o | Writings and discoveries,” ihe leglsiation for
cases were clied and rov ; .rtn inles .‘ al this purpose had to be adapled 10 the difference
the distincilon between U ﬂedD cdp t::llrd between a “discovery” and a “writing.” To
cable to um‘ot unmlc:ﬂll ﬂnnlh ’: llnlnn secure to the author an exclusive right to his
articies, Lord H’,“;r' In‘:cm\e'“: lh: :enl “writings” Congress provided that he shoull
of the court sald: “To r:t o :m“ i Bave “the sole liberty of printng. reprinting.,
principle applicable 1o ordinary & Tl: ': publishing, completing, copylng, executling,
and soid is not here in question. e ou x| Unishing and vending the same.” Revised
o ““'h:“‘: ;:‘::‘:::m:l‘m; b | Statutes. 4962 This is, in short. the sole right
e may

4o 1w mullply and vend coples of his produetion
person’ from whom he bought, and to such a Wil it nd rEReMA I o B teas the Wat |
contract he must answer. Simply, however,

other construction of the patent law in.
admissible. * * *

Afler QUOtsak B nuinber of Engl

of the author to “vend” his copyrighwed pro

in his capaclty as owner, he Is not bound by
any restrictions In regard to the use or sale of
the goods, and it is out of the question 10 sug-
gest that restrictive conditions run with the
goods.” * * * Referring to former cases, he
proceeds: “All shat Is afrmed 18 that the gen-
«ral doctrine of absolute freedom of disposal
of chattels of an ordinary kind s, In the case
of patented chatiels, subject to the restriction
that the person purchasing them, and in the
knowledge of the condliions attached by the

patentee, which knowledge Is clearly brought |

home to himself at the time of sale, shall be
bound by that knowledge and accept the sltua

:d.u('liun. and of the pateniee 1o “vend” the
| patented thing. the inberent difference between
the production of an author, be It a book, music
or & pleture, and that of an inventor. he It a
machineg, a process or an article. is so manifest
that the exclusive right of one to muldply and
sell was declared sufliclent to give him that
exclusive right 1o his writings purposed by the
. Constitution. To the inventor, by Section 4884
Revised Statutes, there |s granted “the exclu-
sive rlght w make. use and vend the Invention
"or discovery. This grant, as defined I Bioomer
v, MeQuewan, 14 Howard, 40, “consists alto-

upon e covenants or for a breach of contract, |
e sult would not ue one dependent upon ol; |operates to pass the patented thing
arising out of the patent law, and a Federal | OUtside the boundaries of the patent,

cours would nave no jurisdiotion uniess diver- | beoca such
sity of cluzenanip exlsted. Hoblnson on Patents. | e & sale I.Illpl!- that the pat-

sec. 1300; Magic Rume Co. ¥, Eim City Co., 13 |
Blatwonford, 181; Goodyear v. Undon Rubber Co., |
4 Blawcnford, 63, Goodyear v, Congress Rubser |

.wmmumumm-mmr!
use the machine so long as ita identity i

time the publle falth Is pledged.”

|B1'RIL'I'IONS THAT ARE PER-
MISSIBLE.

If the patent be for a machine, the monopoly

Co., 3 blatchford, 449. Thia would he so al- |18 Preserved. This implicatjon M.iulendl %o e right of making, seliing and

though the damages for & breach would be
measured by the loss resulting from the ln-
fringement. Magic Rufle Co. v. Eim Cuy Co.,
13 Blawnford, 11, After such & recovery ln
assumpsit, no further damages for tue In-
fringemaent can be obtalned, Steim Culler Co. V.
Sheidon, 15 Federal, 808,

The remedy which the complainant seeks may
often determine whether the sult Is one arising
under the patent law and cognlzable only 1o &
court of the United States, or one upon & con-
fract between the patentoe and his assigns or
licensees, and, theretors, cognizable only In a
State court, unless there be diversity of cltizen-
ship. Thus, a bIll to enforce & contract cou-
cerning the Utle to apatent, or an Interest there-
in, or to deciare a forfelture of an asslgument
of an Interest In & patent or even a liceuse to
mMmake, sell or use the patented thiug, or an action
o recover damages for a breach of a contrao
relating 10 & paient or a licenss thersunder.
would not, because of the character of remedy
or rellef sought, be a sull cognizable | p i tod
Siates court, although the facts sta might
bave Jusuned a sult for Infringement in a Unled
States court, If the complalpant had elecied
that remedy, To sustaln the vontention thata
preach of the lmpiled agreement not to use the
machine in question except In & particular way
winight have supported a sult to forfels the license,
or an actlon for damages upon the broken
coutract, coOnsel bhave clied and commented

| first, beoause a sale without reserva-

i tion LR

in its use, for rat ' 10 exclude every one from making, using or
: & consid lon, o8 | vending the thing without the permission of the

with it the presumption that the right | owner.” In Bement v. National Harrow Co--i
to use the partioular machine s to | 186 17, 8. 70, 00, there was Involved the legality |

of certaln coniracis between patentees of and |
with it. The rule and its reason is thunl dealers In patented harrows, The purpose aiid |

stated in Robinson on Patents, section | ©7°°t of the combinaton and of the contracts ‘

Sl
B24: “The sale must furthermore be | prices at which llcensees might sell the patented |
unconditional. Not only may the pat- | BATTows. 1t was clalmed that the combination
] and contracis were obnoxious w the Sherman
L] ]
ntes impo“ conditions "m“mﬂ the | act; but, upon the other side, It was sald tat
use of the patented article, upon hil!‘ as the contracts coucerned only the sale of
grantees patented articles that thay act did not apply.
and express licensees, hut | The character of the monopoly granted undcr |
any person having the right to sell may | the patentactwas therefore Involved. Touching
at the time of . | the right of the patentee to exclude all others |
sale restrict the use of hia from the use of his Inventon, the court guoted
vendes within specific boundaries of | wilh approval what was sald In the Butten
timp pr place or method, and these wil] | £/9ener casey 77 Fed, Rep. 238, as follows
“If he see fit, he may reserve to himself the
then become the measure of the implied | ex

clusive use of hls loventlon or discovery
license arising from the sale,” It he will neither use his device nor permit

others to use i1, he has but suppressed his own

| betwoen the partles was 1o 0x and keep up the |

of one of the patentee’'s machines with
intent that they shall be used in viola-
tion of the license. To that extent com-
petition in the sale of sugh articles, for
{use with the machine, will be affected;

| for sale h users for infringin
using, and these are separable and substantlal | - i %0 .

In Bloomer v. MeQuewan, 14 Howard, | purposes will constitute oontributory
| of a machine whose value conaists | 535, 347, 1t 1s sald that the grant is of “the right | jnfringement. But the same conse-

quence results from the sale of any
article to one who proposes to associate
it with other articles to infringe a patent,
when such purpose is known to the
seller. But could it be sald that the

doctrine of contributory infringement '

operates to extend the monopoly of
the patent over subjects not within it
because one subjects himself to the
penalties of the law when he sells un-

gether in the right to exclude every one from
| making, using or vending the thing patented
Thus, there are several substanuve rights, and
| !each Is the subject of subdivision, so that one
| tranater of the patented “:ch:'::“: the IAT™. | nerson may be permitted to make, but neliber
{ p T3 lald down by statuie, gave the o patentee | 5 co | nor use the patented thing., To another
EXTENT OF PATEN? & power to impose. Whether the law on this may be counveyed the right to sell, but within
PROTECTION. head should be changed and the power of sale | o jm|ted area, or for a partcular use, while 1o
i | sud modo should be withdrawn or limited Is not | gnother the patentee may grant only the right

| tion of ownership subject to the limlitatlons.
| These limitations are merely the respect pald
and the effect given to those conditlons of

| made large investments in reliance upon
| them.

| The conclusion we reach ia that there
'is no difference, in principle, hetween a |
sale subject to specific restrictions as to |
| the time, place or purpose of use and re-
 strictions requiring a use only with
other things neceasary to the use of the
' patented article purchased from the
patentee. If the violation of ths one
kind is an infringement, the other s also. l
| That a violation of any such restriction
annexed to a sale by one with notice
| constitutes an Infringing use has been
decided by a great majority of the Cir-

a question for a court. It may be added that | 1o make and use, or 10 use only for speciie
where a patented article has been acquired by  purposes. * * *
sale, much, If not all, may be Implled as to the
of the I to an undisturbed and
unresiricted use thereof. In short such a sale
negatives In the ordinary case the Imposition
of conditlons and the bringing home 1o the
knowledge of the owner of the patented goods
that restrictions are lakd upon him.* * * =

We have already pointed out that In the
Bemendt Case, 184 U, 8. 01, It was sald o respect
of the power of a patentee that, ln the sale of
right under a patent, “with few exceptlons
any conditions which are not ln thelr nature

| tlegal with regard w this kind of property
Imposed by the patentee and agreed to by the
licensse, for the right to manufacture, or ue
THE. | or sell the arlicle will be upheld by the courts
PATENT LAWS, (Italles ours) ‘The question, as was sald in
reference to the copyright, Is one of statutory

After disungulshing and qrating from Cogton | construction. The kinds of property righ's
Tie case 108, U. 8 8, Cortglyou v, Johnson, | sought 1o be guaranteed and the terms of the
207 U, S, 109, and Bobbs Merrfll Co, v. Strauss. | two statutes are so different that very differcul
210, U, 8. M9, and referring to the radical dif- | constructions have been placed upon them
fercuces between the patent and copyright | There ls no colllsion whatever between the
statutes, In the extent of the protection granted | declsion In the Bobbs-Merrll case and ibe

THE CONSTITUTION AND

patented things for an infringing use? | cuit Courts and Circuit Courts of Appeal, |
If & patentee says, “I may suppress and has come to be a well-recognized |
my patent if I will. 1 may make and | principle in the patent lnw, in acco
have mdle ‘deviows fuder my patent, fr.u:co' it wilioh valt 't.r:m‘m?luua fn reﬂ‘
but I will neither sell nor permit anyone | spect to patented articles have heen con- “
to use the patented things,” he is within | ducted. But it is now said that tho |

The argument for the defendanits Ignores the | That the grant Is made upon the reasonable
distinetion between the property right In the ' expeetation that he will either put his invention
materials composing & patented machine, and | W pracileal use or permit others to avall them-
the right w use for the purpose and in the |
manuct polnted out by the patent, ‘The Iatter |
may be and often Is the greater element of |

true. This eapeciation Is based aloue upon

selves of |t upon reasonable terms, Is lll!llblll'vl use only with other things proper for  proper consiruction of the limit of tha'

hia right, and none can complain. But | numerous decisioas by the lower ouurh.i

if he says, *1 will sell with the right to | have heen erroneous in respect to the

by them, the court continued:
“This was recognized by Judge LUrToN, who

| wrote a leading case on the subject in the Federal

C n;u“r Button Fastener Case, 17 Fegly |
28817 for 0@ sald In the subsequent case of Park
& Sons p. Hartman, 153 Fed. Rep., 24;

" *There are such wide differences between
the right of multplying and vending coples of &
production protected by the copyright statute
and the rights secured to an Inventor under the
patend stetutes, that the cases which relate to
the ¢ne subject are not altogether controifing
as 1o the other.' ™

'L

present oplulon, Fach rests upon a construc-
tlon of the applicable statute, and the speclal
facts of the cases, = = *

adlinse dodeggiagls are, 1o the facts cartifie)
stated to have made a direct sale to the user
of the patented article, with knowledge that
under the llcense from the patentec she could
not use the luk, sold by them directly 1o hee
in connectlon with the leensed machine, witl-
oul lnfringement of the monopoly of the pateu!
1t is not opensto them 1o say that 1t might be
used o a non-lnfringing way, for the eertificn
fact is that they made the sale, "with the ox-

Ei

i ¢ ¥ g
the supposition that the patentec’'s interest wil !ulill‘ with the machines, and I will meopﬂl, conferred l'y & patent, and

\
|
at great length upon the cases of Wilsen v, Sand- | \
| nduce hlin 10 use, or let others use, his lnvey- | #@ll at the actual cost of the mach nes | that they should now be overruled. To

Touching the questlon there Involved, the
’I ford, 10 Howard, W, lale T'lle ("o, v, Hyat, 125

pectation that it would be used In connectlod
Ceourt sald

value, and the buyer may desire it only to| Wwith sald mimeograph.” The falr Interproia-

| u

v. Ttlghman @ U', 8. 847; Pratt v. Paris Light
o, 188 17N, 280 Keeler v, Standard Folding
Hed o, 157 1!, S, AW, and Hemen! v. Nalonal

Harrgw Co., 184 1, 8, T0; but an examination of |

these cases will disclose that while In soma of
them a sylt for Infringement might have heen

S48, Albright v, Teas, V08 1", 5, 613; Hariell

Inventlon, But the two things are separablo
rights. 1f sold unreservedly the right to the
| entire use of the Inventlon passes, because that
s the lmplled Intent; but this right e use s
nothing mors nor less than an unrestricted
Heense presumed from an unconditional sale

to enforce such expectatlops. A suppression
canendure but for the life of the patent, and the

the frult of his genlus.
and so clearly within the constitutional pro-
vislon in respect of private propariy that ha s

disclosure he has made will enable all to enjoy l
His title Is exclusive, !

ADRLY to some or all of the uses Wncluded i the | tion. The public has retained no other securlty | to me, provided you will agree to use|these courta ha# hean committed the |is.does the sole right 1o vend (mamed in §4852),

1 seciire 1o the owner of the copyright the right,

| only such articles us are made by me duty of interpreting and administering
in connection therewith,” if he chooses | the patent [aw. There is no power in
‘tu take his profit in this way, instead of | this court to review their judgments,
taking it by a higher price for the ma- 'elmm. upon a writ of certiorari, or to

“The precise question, therefore, In this case

after the sale of the hook 10 a purchaser, to
restrie t future sales of the hook at retall, 10 the
right 10 sell It at & certaln price per copy, be-
cause of & notice In the book thal & sale at a
different price will be treated asan lufringement,

tlon of the facts stated \s that the sale was
with the purpose and intent that |t would be so
used

So upderstanding the Import of the question
s conuaction with the facts certified, we must
answer the questlon certified aMrmatively.

Mr. Justice DAY did not hear the argument
and wok no partin the deciston of this case '




